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§ 1.685 Errors and irregularities in
depositions.

(a) An error in a notice for taking a
deposition is waived unless a motion
(§ 1.635) to quash the notice is filed as
soon as the error is, or could have been,
discovered.

(b) An objection to a qualification of
an officer taking a deposition is waived
unless:

(1) The objection is made on the
record of the deposition before a wit-
ness begins to testify.

(2) If discovered after the deposition,
a motion (§ 1.635) to suppress the depo-
sition is filed as soon as the objection
is, or could have been, discovered.

(c) An error or irregularity in the
manner in which testimony is tran-
scribed, a certified transcript is signed
by a witness, or a certified transcript is
prepared, signed, certified, sealed, en-
dorsed, forwarded, filed, or otherwise
handled by the officer is waived unless
a motion (§ 1.635) to suppress the depo-
sition is filed as soon as the error or ir-
regularity is, or could have been, dis-
covered.

(d) An objection to the deposition on
any grounds, such as the competency
of a witness, admissibility of evidence,
manner of taking the deposition, the
form of questions and answers, any
oath or affirmation, or conduct of any
party at the deposition, is waived un-
less an objection is made on the record
at the deposition stating the specific
ground of objection. Any objection
which a party wishes considered by the
Board at final hearing shall be included
in a motion to suppress under § 1.656(h).

(e) Nothing in this section precludes
taking notice of plain errors affecting
substantial rights although they were
not brought to the attention of an ad-
ministrative patent judge or the Board.

[49 FR 48455, Dec. 12, 1984; 50 FR 23124, May
31, 1985, as amended at 60 FR 14534, Mar. 17,
1995]

§ 1.687 Additional discovery.
(a) A party is not entitled to dis-

covery except as authorized in this sub-
part.

(b) Where appropriate, a party may
obtain production of documents and
things during cross-examination of an
opponent’s witness or during the testi-

mony period of the party’s case-in-re-
buttal.

(c) Upon a motion (§ 1.635) brought by
a party within the time set by an ad-
ministrative patent judge under § 1.651
or thereafter as authorized by § 1.645
and upon a showing that the interest of
justice so requires, an administrative
patent judge may order additional dis-
covery, as to matters under the control
of a party within the scope of the Fed-
eral Rules of Civil Procedure, speci-
fying the terms and conditions of such
additional discovery. See § 1.647 con-
cerning translations of documents in a
foreign language.

(d) The parties may agree to dis-
covery among themselves at any time.
In the absence of an agreement, a mo-
tion for additional discovery shall not
be filed except as authorized by this
subpart.

[49 FR 48455, Dec. 12, 1984, as amended at 60
FR 14535, Mar. 17, 1995]

§ 1.688 Use of discovery.

(a) If otherwise admissible, a party
may introduce into evidence an answer
to a written request for an admission
or an answer to a written interrogatory
obtained by discovery under § 1.687 by
filing a copy of the request for admis-
sion or the written interrogatory and
the answer. If the answer relates to a
party’s case-in-chief, the answer shall
be served together with any affidavits
served by the party under § 1.672(b) for
its case-in-chief or, if the party does
not serve any affidavits under § 1.672(b)
for its case-in-chief, no later than the
date set by an administrative patent
judge for the party to serve affidavits
under § 1.672(b) for its case-in-chief. If
the answer relates to the party’s rebut-
tal, the answer shall be served together
with any affidavits served by the party
under § 1.672(b) for its case-in-rebuttal
or, if the party does not serve any affi-
davits under § 1.672(b) for its case-in-re-
buttal, no later than the date set by an
administrative patent judge for the
party to serve affidavits under § 1.672(b)
for its case-in-rebuttal.

(b) Unless otherwise ordered by an
administrative patent judge, any writ-
ten objection to the admissibility of an
answer shall be filed no later than the
date set by the administrative patent

VerDate 18<JUN>99 00:52 Aug 04, 1999 Jkt 183133 PO 00000 Frm 00150 Fmt 8010 Sfmt 8010 Y:\SGML\183133T.XXX pfrm06 PsN: 183133T



151

Patent and Trademark Office, Commerce § 1.690

judge for the opponent to file any ob-
jections under § 1.672(c) to affidavits
submitted by the party under § 1.672(b).
An opponent who fails to challenge the
admissibility of an answer on a ground
that could have been raised in a timely
objection under this paragraph will not
be entitled to move under § 1.656(h) to
suppress the evidence on that ground.
If an opponent timely files an objec-
tion, the party may respond with one
or more supplemental affidavits, which
must be filed together with any supple-
mental evidence filed by the party
under § 1.672(c) or, if the party does not
file any supplemental evidence under
§ 1.672(c), no later than the date set by
an administrative patent judge for the
party to file supplemental affidavits
under § 1.672(c). No objection to the ad-
missibility of the evidence contained in
or submitted with a supplemental affi-
davit shall be made, except as provided
by § 1.656(h). The pages of supplemental
affidavits and the exhibits filed under
this section shall be sequentially num-
bered by the party in the manner set
forth in § 1.672(c). The supplemental af-
fidavits and exhibits shall be accom-
panied by an index of witnesses and an
index of exhibits of the type required
by § 1.672(b).

(c) Any request by an opponent to
cross-examine on oral deposition the
affiant of a supplemental affidavit sub-
mitted under paragraph (b) of this sec-
tion shall be filed no later than the
date set by the administrative patent
judge for the opponent to file a request
to cross-examine an affiant with re-
spect to an affidavit filed by the party
under § 1.672 (b) or (c). If any opponent
requests cross-examination of an affi-
ant, the party shall file a notice of dep-
osition for a reasonable location within
the United States under § 1.673(e) for
the purpose of cross-examination by
any opponent. Any redirect and recross
shall take place at the deposition. At
any deposition for the purpose of cross-
examination of a witness, the party
shall not be entitled to rely on any
document or thing not mentioned in
one or more of the affidavits filed
under this paragraph, except to the ex-
tent necessary to conduct proper redi-
rect. The party who gives notice of a
deposition shall be responsible for pro-
viding a translator if the witness does

not testify in English, for obtaining a
court reporter, and for filing a certified
transcript of the deposition as required
by § 1.676. Within 45 days of the close of
the period for taking cross-examina-
tion, the party shall serve (but not file)
a copy of each deposition transcript on
each opponent together with copies of
any additional documentary exhibits
identified by the witness during the
deposition. The pages of deposition
transcripts and exhibits served under
this paragraph shall be sequentially
numbered by the party in the manner
set forth in § 1.672(d). The deposition
transcripts shall be accompanied by an
index of the names of the witnesses,
giving the number of the page where
cross-examination, redirect and recross
of each witness begins, and an index of
exhibits of the type specified in
§ 1.672(b).

(d) A party may not rely upon any
other matter obtained by discovery un-
less it is introduced into evidence
under this subpart.

[60 FR 14535, Mar. 17, 1995]

§ 1.690 Arbitration of interferences.
(a) Parties to a patent interference

may determine the interference or any
aspect thereof by arbitration. Such ar-
bitration shall be governed by the pro-
visions of Title 9, United States Code.
The parties must notify the Board in
writing of their intention to arbitrate.
An agreement to arbitrate must be in
writing, specify the issues to be arbi-
trated, the name of the arbitrator or a
date not more than thirty (30) days
after the execution of the agreement
for the selection of the arbitrator, and
provide that the arbitrator’s award
shall be binding on the parties and that
judgment thereon can be entered by
the Board. A copy of the agreement
must be filed within twenty (20) days
after its execution. The parties shall be
solely responsible for the selection of
the arbitrator and the rules for con-
ducting proceedings before the arbi-
trator. Issues not disposed of by the ar-
bitration will be resolved in accordance
with the procedures established in this
subpart, as determined by the adminis-
trative patent judge.

(b) An arbitration proceeding under
this section shall be conducted within
such time as may be authorized on a
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